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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 10, 13, 15-17, 22, 24, and 26-27 are again rejected under 35 U.S.C. 102(b) as 
being anticipated by Hoffman (3,956,045). 

Hoffman teaches an apparatus and method for bonding different film layers, comprising a 
support member (18) having a flat surface to receive and support a region of a flexible film (Fig. 
2), a heatable member (19) having a smooth heatable flat surface for compressing and heating a 
portion of the seam region (col. 6, lines 10-21), wherein the heatable flat surface comprises a low 
surface energy or anti-adhesive material, such as a thin Teflon layer (col. 10, lines 55-53), a 
fluorocarbon layer or a polymer layer (col. 4, lines 13-14); wherein the heatable member could 
be a plastic strip (Fig. 22, 126, 127) aligned for centering over the seam, a compression heating 
bar (18, 19) or a rotatable compression rubber wheel (128, 129) which contacts the strip to 
compress the strip against the seam; wherein the heatable member could be a compression 
heating bar having a smooth heatable flat surface aligned to contact and uniformly compress the 
entire seam from one edge to the other (Figs. 19-22). 



3. Claims 10, 12-13, 15, 17-19, 22-24, and 26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Off et al (4,214,933). 
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Off et al teach an apparatus for depositing adhesive strips, a ribbon onto a length of 
metal, plastic or fabric material, comprising a support member (24, 82) having a flat surface to 
received and support a region of flexible length of material (54), a heatable member (44, 100, 
152) having a smooth heatable flat surface for heating and compressing a portion of the flexible 
material (col. 2, lines 4-10), different outside heaters could also be used (col. 4, lines 34-37), 
wherein the surface of the heatable member is parallel to the flat surface of the support member 
(Figs. 1-2), wherein the heatable flat surface (44) comprises an abhesive material such as Teflon 
coating (col. 5, lines 5-9), wherein the heatable member is a heating bar having a smooth 
heatable flat surface (44, 100) or a rotatable wheel (136) made of steel, molded rubber or 
aluminum (col. 4, lines 28-30), wherein the heating strip (44) comprises an electrical resistance 
element (50) and imbedded resistance wire connected to an electricity source to raise the 
temperature of the heatable member (col. 4, lines 36-43) and insulation layer (52) to prevent heat 
transfer to areas other than the heatable member. 

4. Claims 10-13, and 24 are rejected under 35 U.S.C. 102(b) as being anticipated by Hunt et 
al (4,528,056). 

Hunt et al teach an apparatus for reinforced the edge of sheet material, comprising a 
supporting member (62) having a support surface for supporting a seam region (58) of a flexible 
belt (48), and heatable members (54, 56, 60) for heating and compressing the seam region, 
wherein the heatable member has a width is about the same size of the adhesive tape (50-52) of 
about Vi inch or 17 mm and is a rotary wheel (60) movable for heating and compressing an 
indefinite length of the web material. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 1, 16, 20, 25 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Offet al ('933). 

Off et al disclose an apparatus for depositing adhesive strips or ribbon on to a length of 
material as described above in which the heatable member having a Teflon coating layer, but 
fails to disclose that the heatable member is a strip has a width of between about 6mm to about 
30mm and the heating wheel having a Teflon coating layer. 

It would have been obvious to one of ordinary skill in the art at the time the applicants 
invention was made to modify Off et al by varying the size of the heatable member in according 
to the size of the ribbon because if the heatable member is too big, it would waste energy to heat 
the unused portion, and it the heatable member is too small, it would not be enough to heat the 
entire cross-section of the ribbon. In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 
(Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit held that, where 
the only difference between the prior art and the claims was a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform differently than 
the prior art device, the claimed device was not patentably distinct from the prior art device. 

It would have been obvious to one of ordinary skill in the art at the time the applicant's invention 
was made to modify Off et al by heating the material to a predetermined temperature in order to soften 



Application/Control Number: 09/892,009 Page 5 

Art Unit: 1722 

and to reshape the material. It is well settled that determination of optimum values of cause 
effective variables such as these process parameters is within the skill of one practicing in the art. 
In reBoesch, 205 USPQ 215 (CCPA 1980). 

It would also have been obvious to one of ordinary skill in the art at the time the 
applicant's invention was made to modify Off et al by providing a Teflon coating layer on the 
rotary wheel as provided in the heating bar (44), because the Teflon layer would prevent the 
shaping layer from sticking into the heatable member. 

7. Claims 10, 13, 22-24 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Onishi (4,461,662) in view of Schwarzkopf (3,551,259). 

Onishi discloses an ultrasonic welding apparatus comprising a support member (1, 2, 12) 
with a flat surface for supporting the workpieces (P, Q), a heatable member (15) compressing the 
seam portion of the workpieces (Fig. 4), wherein the heatable member is a metal rotatable 
compression wheel (Fig. 2, 15) has a heatable flat smooth surface to heat a portion of the 
workpieces on the flat surface of the support means, and a heatable plastic strip (R, S); the 
heating surface of the wheel comprises adhesive material such as silicon (col. 4, lines 49-57); the 
compression wheel (15) is manually moved by a lift lever (23). However, Onishi fails to 
disclose that the support member comprises a non-adhesive material. 

Schwarzkopf discloses an apparatus for heat-sealing two superimposed plied, comprising 
a heatable compress member (1), a support member (5) with a flat surface (10) made of Teflon 
and a silicon rubber pad (6) to provide a removable backing for the support member. 

It would have been obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to modify Onishi by providing a Teflon layer on the support member as 
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taught by Schwarzkopf, because the Teflon layer would prevent the material from sticking to the 
support member during the heat welding process. 

Response to Arguments 
8. Applicant's arguments filed April 24, 2004 have been fully considered but they are not 
persuasive. 

The Applicants argued that Hoffman ('045) disclose a different process than that claimed 
in the current invention, in which Hoffman disclose that films are compressed against one anther 
and then heated, while in the current invention heat is first applied then compressing step is after. 
This is the intended use of the apparatus and does not have patentability weight in determine the 
patentability of the apparatus claims. It has been held that a functional limitation asserted to be critical 
for establishing novelty may, in fact, be an inherent characteristic of the prior art. The applicants is 
required to prove that the subject matter shown in the prior art does not necessarily possess the 
characteristics relied on. In re Schreiber, 128 F. 3d 1473, 1478, 44 USPQ 2d, 1432 (Fed. Cir. 1997); See 
also, In re Spada, 91 1 F 2d 705, 708, 15 USPQ 2d 1655, 1658 (Fed. Cir. 1977); In re Best, 562 F. 2d 
1252, 1255, 195 USPQ 430, 433 (CCPA 1977); and Ex Parte Gray, 10 USPQ 2d 1922, 1925 (Bd. Pat. 
App.&Int. 1989). 

In regard to the rejection over the combination of Onishi and Schwarzkoff, the applicant alleged 
that even the combination was obvious, it would not result in the same apparatus as claimed because of 
the U-shape recess in the pressing contact surface and they are used for different process. Because the 
claims using the "comprising" language, they are opened for different limitations that taught by the prior 
art. The process limitation does not determined the patentability of apparatus claims, in which all the 
apparatus structures have been disclosed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thu Khanh T. Nguyen whose telephone number is 571-272-1 136. 
The examiner can normally be reached on Monday- Friday, 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda L Walker can be reached on 57 1 -272-1 151. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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